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Disposition of Clainns 

4) ^ Claim(s) 23-46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 23-46 is/are rejected. 

Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 20 July 2001 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEl All b)n Some * c)^ None of: 

1 13 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Infornnation Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date 11/2/01 1/30/04 . 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infonmat Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 {Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20051 117 



Application/Control Number: 09/909,015 
Art Unit: 2144 



Page 2 



DETAILED ACTION 
Continued Examination Under 37 CFR Id 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e),.was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 08/29/2005 has been entered. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this ^ 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 23-46 are rejected under 35 U.S.C. 102(e) as being anticipated by US Patent No 
6,073,142 by Geiger et al. 

In claim 23, Geiger teaches about a communication apparatus comprising (Fig 4): 

a receiving unit (Fig 4, 424), adapted to receive an E-mail stored in a mailbox provided 

on an E-mail server (Col 11, lines 1-10); 

a first obtaining unit, adapted to obtain attribute information of the E-mail stored in the 

mailbox (Col 3, lines 40-50) (Col 6, lines 50-60) (Col 10, lines 30-40); 
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a discriminating unit, adapted to discriminate whether or not to receive the E-mail based 
on the attribute information obtained by said first obtaining unit (Col 10, lines 30-40); and 

a controlling unit, adapted to, in a case where said discriminating unit discriminated not 
to receive the Email, send to the E-mail server an instruction for deleting from the mail box the 
E-mail that said discriminating unit discriminated not to receive (Fig 4,422) (Col 10, lines 50- 
55). 

In claim 24, Geiger teaches about a communication apparatus according to Claim 23, 
wherein, before said receiving unit receives the E-mail, said discriminating unit discriminates 
whether or not to receive the E-mail (Col 10, lines 50-55). 

In claim 25, Geiger teaches about a communication apparatus according to Claim 23, 
wherein, in a case where at least one E-mail is stored in said mail box, when said discriminating 
unit discriminates not to receive the E-mail, said discriminating unit further discriminates 
whether or not to receive an E-mail other than the E-mail that said discriminating unit 
discriminates not to receive (Col 10, lines 30-40). 

In claim 26, Geiger teaches about a communication apparatus according to Claim 23, 
wherein said first obtaining unit obtains size information of the E-mail as the attribute 
information, and said discriminating unit discriminates whether or not to receive the E-mail 
based on the obtained size information (Col 3, lines 40-50) (Col 10, lines 30-40). 
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In claim 27, Geiger teaches about a communication apparatus according to Claim 26, 
further comprising a second obtaining unit, adapted to obtain maximum value information of a 
size of the E-mail capable of being received by said receiving unit (Col 3, lines 40-50), 

wherein said discriminating unit discriminates whether or not to 
receive the E-mail by comparing the size information of the E-mail obtained by said first 
obtaining unit with the maximum value information obtained by said second obtaining 
unit (Col 3, lines 40-50) (Col 10, lines 30-40). 

In claim 28, Geiger teaches about a communication apparatus according to Claim 23, 
wherein said controlling unit receives only header information of the E-mail that said 
discriminating unit discriminates not to receive, and stores, as communication history 
information, information obtained from the received header information (Col 3, lines 40-50) (Col 
17, lines 15-25) (Col 23, lines 1-5). Discrimination that is made base on sender is extracted from 
the source address of the header. 

In claim 29, Geiger teaches about a communication apparatus according to Claim 26, 
wherein said controlling unit stores as communication history information the size information of 
the E-mail that said discriminating unit discriminates not to receive (Fig 14) (Col 10, lines 50-55) 
(Col 23, lines 1-5). 

In claim 30, Geiger teaches about a communication apparatus according to Claim 23, 
wherein said controlling unit stores as communication history information a fact that the 
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reception by said receiving unit to the E-mail that said discriminating unit discriminates not to 
receive is stopped (Fig 14) (Col 10, lines 50-55) (Col 23, lines 1-5). 

In claim 31, Geiger teaches about a communication apparatus according to Claim 23, 
wherein said controlling unit stores as communication history information a fact that the E-mail 
that said discriminating unit discriminates not to receive is deleted (Fig 14) (Col 10, lines 50-55) 
(Col 23, lines 1-5). 

In claim 32, Geiger teaches about a communication apparatus according to Claim 23, 
wherein, in a case where said receiving unit receives the E-mail that said discriminating unit 
discriminates to receive, said controlling unit stores as communication history information the 
information obtained from the E-mail received by said receiving unit (Fig 14) (Col 10, lines 50- 
55) (Col 23, lines 1-5). 

In claim 33, Geiger teaches about a communication apparatus according to Claim 23, 
further comprising an output unit, adapted to, in a case where said receiving unit receives the E- 
mail that said discriminating unit discriminates to receive, output the E-mail received by said 
receiving unit (Col 10, lines 50-55). 

Claims 34-44 are the methods to the apparatus of claims 23-33 respectively and are 
rejected for the same reason as claims 23-33. 
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Claim 45 is the program for causing a computer to execute the apparatus of claim 1 is 
rejected for the same reason as claim 1. 

Claim 46 is the computer-readable storage medium which stores a 
program for causing a computer to execute to execute the apparatus of claim 1 is rejected for the 
same reason as claim 1 . 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US Patent no. 6,275,850 by Beyda et al, teaches about a method and system for 
management of message attachments. 

US Patent Application no. 2003/0236840 by HIROOKA, teaches about electronic 
processing and method. 

Any inquiry conceming this communication or earHer communications from the 
examiner should be directed to Michael S. A. Delgado whose telephone number is (571) 272- 
3926. The examiner can normally be reached on 7.30 AM - 5.30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923 

. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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